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1 . This action is responsive to the amendment and remarks filed on March 24, 2006. 

2. Claims 1-3 and 5-22 are presented for examination. 

3. The text of those sections of Title 35, U.S. code not included in this office action can be 
found in a prior office action. 

Claim Rejections - 35 USC 103 

4. Claims 1-3, 5, 8 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones, III et al, U.S. Patent 6,925,441 (hereinafter Jones) in view of Katz et al, U.S. Patent 
6,055,5 13 (hereinafter Katz). 

5. Jones and Katz were cited in the last office action. 

6. As per claim 1, Jones taught the invention substantially as claimed comprising: 

one or more subscriber servers for collecting information identifying a user and 
providing a first data set of user information (col. 9, lines 45-47; col. 13, lines 20- 
25); 
and 

a processor (i.e. inherently comprised) in operative communication with the one 
or more subscriber servers and receiving said first data set fi"om the one or more 
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subscriber servers and a second data set with demographic data (col. 9, Unes 49- 
55; col. 13, lines 31-36), 

said processor including a rule processor receiving said first data set and said 
second data set and applying said first and second data sets to one or more rules to 
determine a score predicting behavior relating to said collected information 
identifying said user (col. 13, line 62-col. 14, line 16; col. 15, lines 37-45). 

7. Jones did not teach said second data set is provided by one or more demographic 
database. Katz taught a similar system comprising: 

a processor in operative communication with one or more demographic databases and 
receiving a second data set from the one or more demographic databases (fig. 2; col. 18, 
line 40-col. 19, line 15; col. 23, line 6-19); and 

one or more demographic databases having third party information relating to targeted 
market segments and providing a second data set of said third party information relating 
to targeted market segments (col. 8, lines 63-col. 9, lines 2; col. 9, line 65-coL 10, Une 19; 
col. 18, Une 40-col. 19, line 15; col. 23, lines 6-19). 

8. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of receiving a 
second data set from one of more demographic databases would increase the efficiency of 
Jones's system by allowing third party database (e.g. demographic database) to provide 
responsive, effective information to system for marketing determination (col. 10, lines 15-19). 
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9. As per claim 14, Jones taught the invention substantially as claimed comprising the steps 
of: 

receiving from one or more subscriber servers user-identifying indicia and 
providing a first data set of user information (col. 9, lines 45-47; col. 13, lines 20- 
25); and 

applying said first data sets and a second data set with demographic data to one or 
more rules to determine a score predicting behavior relating to the user- 
identifying indicia (col. 13, line 62-col 14, line 16; col 15, lines 37-45). 

10. Although, Jones taught the score attributable to particular consumer rates the Ukelihood 
of that particular consumer responding to an offer of goods and services from merchants (col. 3, 
lines 51-55), however, Jones did not teach communicating the score with subscriber servers. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
include communicating the predictive score to one or more subscriber servers because by doing 
so it would increase the efficiency of Jones's system by allowing subscriber servers to target 
consumers with predictive scores that indicate the target consumers have a high likehhood to 
respond to an offer. 

1 1 . Jones did not teach said second data set is provided by one or more demographic 
database. Katz taught a similar system comprising: 
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generating from the user-identifying indicia a key which corresponds to values 
indexed by one or more demographic databases having third party information 
(col 9, hnes 47-57; col. 22, lines 51-67); 

communicating the key to the one or more demographic databases (col. 9, Unes 
47-57; col 22, lines 51-67); and 

receiving from the one or more demographic databases demographic information 
relating to the user-identifying indicia and providing a second data set (col. 8, 
lines 63 -col. 9, lines 2; col. 9, Ime 65-col. 10, line 19; col. 18, line 40-col. 19, line 
15; col. 23, lines 6-19). 

12. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of receiving a 
second data set from one of more demographic databases would increase the efficiency of 
Jones's system by allowing third party database to provide responsive, effective information to 
system for marketing determination (col. 10, lines 15-19). 

13. As per claim 2, Jones and Katz taught the invention substantially as claimed in claim 1 
above. Katz further taught wherein the processor receives the first data set of user information 
from one of the subscriber servers and generates a unique key corresponding to the collected 
information identifying a user (col. 9, Hnes 47-57; col. 22, lines 51-67). 



Application/Control Number: 09/645,660 Page 6 

Art Unit: 2152 

14. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of generates a 
unique key corresponding to the collected information identifying a user would increase the 
security of Jones's system by preventing confidential information identifying a user to be easily 
accessed by identity thief 

15. As per claim 3, Jones and Katz taught the invention substantially as claimed in claim 2 
above. Jones further taught wherein the one or more subscriber servers communicate to the 
processor said first data set of user information about the user based on information identifying 
the user (col. 9, lines 45-47; col 13, lines 20-25). 

16. As per claim 5, Jones and Katz taught the invention substantially as claimed in claim 1 
above. Although, Jones taught the score attributable to particular consumer rates the likeUhood 
of that particular consumer responding to an offer of goods and services from merchants (col. 3, 
lines 51-55), however, Jones did not teach communicating the score with subscriber servers. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
include communicating the predictive score to one or more subscriber servers because by doing 
so it would increase the efficiency of Jones's system by allowing subscriber servers to target 
consumers with predictive scores that indicate the target consumers have a high likelihood to 
respond to an offer. 
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17. As per claim 8, Jones and Katz taught the invention substantially as claimed in claim 2 
above. Katz further taught wherein the unique key corresponds to values indexed by the one or 
more demographic databases (col. 9, line 47-col. 10, line 7). 

18. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones and Katz because Katz's system of the unique key 
corresponding to values indexed by the one or more demographic databases would increase the 
security of Jones's system by preventing confidential information identifying a user to be easily 
accessed by identity thief 

19. Claims 6-7 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones and Katz in view of Lazarus et al, U.S. Patent 6, 134,532 (hereinafter Lazarus). J 

20. Lazarus was cited in the last office action. 

21 . As per claims 6 and 7, Jones and Katz taught the invention substantially as claimed in 
claim 5 above. Jones and Katz did not specifically teach using the score for selectively 
marketing products and service. Lazarus taught wherein the one or more subscriber servers use 
the score communicated by the processor to selectively market products and services to the user 
(col. 22, lines 45-64). 
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22. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones, Katz and Lazarus because Lazarus's method of 
using the score for selectively marketing products and service would increase the effectiveness 
of Jones's and Katz's system by allowing targeted information such as advertisement to 
presented based on a behavior basis to increase the customer response (col. 1, lines 11-13; col. 7, 
lines 22-27). 

23. As per claims 17 and 19, Jones and Katz taught the invention substantially as claimed in 
claims 1 and 14 above. Jones and Katz did not specifically the score indicating a higher 
likelihood that the user will make a purchase. Lazarus taught determining a score to select an 
advertisement based on the user's propensity to make a purchase (col. 19, hnes 9-15; col. 22, 
lines 52-57; col. 25, lines 8-15). | 

24. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones, Katz and Lazarus because Lazarus's method of 
using the score for indicating a hkelihood that the user will make a purchase would increase the 
alertness of the seller by allowing product and service to be targeted to potential user based on 
the score. 

25. As per claim 18 and 20, Jones and Katz taught the invention substantially as claimed in 
claims 1 and 14 above. Jones and Katz did not teach using a neural network. Lazarus taught 
wherein the score is determined using a neural network (col. 20, lines 43-45). 
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26. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Jones, Katz and Lazarus because Lazarus' s method of 
determining a score using a neural network would increase the flexibility of Jones's and Katz's 
systems by allowing score to be determined using other types of method as a design choice of the 
user. 

27. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jones and 
Katz in view of Gerace, U.S. Patent 5,848,396 (hereinafter Gerace). 

28. Gerace was cited in the last office action. i 

29. As per claims 15 and 16, Jones and Katz taught the invention substantially as claimed in 
claim 14 above. Jones and Katz did not specifically detail type of applications based on the 
score. Gerace taught the step of the subscriber server determining whether or not to offer a user a 
product based on the score (abstract; col. 2, lines 46-53). 

30. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Jones, Katz and Gerace because Gerace's 
system of determining whether or not to offer a user a product based on the score would increase 
the likelihood of selling a product in Jones's and Katz's systems by targeting users with score 
indicating a tendency to purchase similar product. 
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31. Claims 9-13 and 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones and Katz in view of "Official Notice". 

32. As per claims 9-12, Jones and Katz taught the invention substantially as claimed in 
claims 2 and 8 above. Although, Katz taught wherein the unique key comprises Social Security 
Number (col. 9, lines 22-57; col. 22, lines 57-67), however, Jones and Katz did not specifically 
detailing other type of unique keys. "Official Notice" is taken for the concept of other type of 
unique keys is known and accepted in the art. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to include other type of unique keys because 
by doing so it would increase the flexibility of the user by using different type of keys as a 
design choice. ' 

33. As per claim 13, Jones and Katz taught the invention substantially as claimed in claim 1 
above. Although, Jones and Katz taught wherein 

the one or more demographic databases are coupled to the Internet (see Katz, coL 19, 
lines 41-49; col. 17, lines 4-7); and 

the offer is made through the Internet (see Jones, col. 16, lines 21-25), however, Jones 
and Katz did not specifically detailing the subscriber servers and the processor are coupled to the 
Internet. "Official Notice" is taken for the concept of subscriber servers and processor couphng 
to the Internet is known and accepted in the art. It would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to include subscriber servers and processor 
coupled to the Internet because by doing so would increase the field of use in their invention. 

34. As per claims 21 and 22, Jones and Katz taught the invention substantially as claim in 
claims 1 and 14 above. Although, Jones taught third party information (col. 9, lines 49-55), 
however, Jones and Katz did not specifically detailing other type of third party information. 
"Official Notice" is taken for the concept of including other type of third party information such 
as gender and occupation of the user is known and accepted in the art. It would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to include 
the other type of third party information to increase the field of use. 

( 
i 

35. Applicant's arguments filed 3/24/06 have been fully considered but they are not 
persuasive. 

36. In the remarks, applicant argued that: 

(1) the cited prior arts fail to disclose or suggest a first and second database as 
claimed. 

(2) the cited prior arts fail to teach applying first and second data sets to rules 
as claimed. 

(3) Katz does not teach receiving a first data set from one or more subscriber 
servers and a second data set from one or more demographic databases. 
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(4) the cited prior arts do not teach determining a score via a rule processor 
applying rules to a first and second data set. 

(5) Neither Jones nor Katz teach applying said first and second data sets to 
one or more rules to determine a score predicting behavior as recited in claim 14. 

(6) the art itself does not suggest such a modification or combination. 

(7) "Official Notice" may not be reUed upon and requests references 
supporting the "Official Notice" 

37. In response to point (1), appUcant's argument that the references fail to show certain 
features of appUcant's invention, it is noted that the features upon which applicant reUes (i.e., 
first and second database) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations fi*om the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

38. In response to points (2), (4) and (5), Jones taught determining a score by applying 
calculation (rules) to customer transaction data (first data set) and demographic data (second data 
set) (fig. 6; col. 13, lines 19-46; col. 15, lines 37-45). Jones clearly states that the score is strictly 
related to customer's purchasing habits and customer's spending (col 15, lines 36-45), certainly 
"purchasing habits" is considered the "behavior" of the user. Accordingly, Jones taught applying 
first and second data sets to rules to determine a score predicting behavior via a processor (the 
processor must be inherently comprised in order to perform the calculation). 
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39. In response to point (3), applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually v^here the rejections are based 
on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In 
reMerck&Co., 800F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986), Katz, alone, did not teach 
receiving a first data set from one or more subscriber servers and a second data set. The 
combination of Jones and Katz taught receiving a first data set from one or more subscriber 
servers and a second data set from one or more demographic databases. Specifically, Jones 
taught receiving a first data set from a subscriber server (col. 9, lines 49-55; col. 13, lines 31-36) 
and a second data set (1 14, fig. 6; col, 13, lines 31-33, 40-44). Jones taught a second data set but 
did not teach provided by a demographic database. Katz taught data set provided by a 
demographic database (col. 18, line 40-col. 19, line 15; col. 23, lines 6-19). Thus, Jones in view 
of Katz taught receiving a first data set from one or more subscriber servers and a second data set 
from one or more demographic databases. 

40. In response to point (6), The motivation to combine teachings of Jones and Katz was 
taught by Katz, itself Specifically, Katz taught third party database provide "effective" 
information (col. 10, lines 15-19). By providing "effective" information is certainly considered 
as "improving the efficiency". Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to combine the teachings of Jones and Katz because 
Katz's system of receiving a second data set from one of more demographic databases would 
increase the efficiency of Jones's system by allowing third party database (e.g. demographic 
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database) to provide responsive, effective information to system for marketing determination 
(col. 10, lines 15-19). 

41. In response to point (7), Liu et al, U.S. Patent Application Publication 2004/0249817 
[paragraphs 54, 121, 125 and 174], Campbell et al, U. S. Patent Application Publication 
2002/01 1 1942 [paragraph 100], Lu et al, U.S. Patent Application PubUcation 2003/0076930 
[paragraph 61], and Pauschinger, U.S. Patent 6,523,014 [col. 4, lines 16-20] are supporting 
references for the "Official Notice" taken in claims 9, 10 and 12 above. Daleen et al, U.S. Patent 
6,493,722 [col. 4, lines 49-50; col. 6, lines 12-41], Jenkins, U.S. Patent 6,285,983 [col. 4, lines4- 
61] and OTlaherty et al, U.S. Patent 6,275,824 [col. 1, line 66-col. 2, line 3] are supporting 

references for the "Official Notice" taken in claims 21 and 22 above. 

I 

42. THIS ACTION IS MADE FINAL, AppUcant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a), A shortened statutory period for reply to this final action 
is set to expire TBKEE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until afl:er the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1. 136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. Any inquiry concerning this 
communication or earlier communications form the examiner should be directed to Philip Lee 
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whose telephone number is (571) 272-3967. Any inquiry of a general nature or relating to the 
status of this application should be directed to the Group receptionist whose telephone number is 
(703) 305-9600. 



Philip Lee 




